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VII.A. Overview of Patent

Unlike ceyright ard trademak infringemet thereare ro criminal
pendties for committing paent infringement. Dowling v. United States, 473
U.S 207, 227 (1985) (naing tha "[d]espite its undoubted power to do sq"
Congreas has noprovided criminalpenaltés for patent mfringement).
Congres instadhas reédon provisiors dfordingownersacivil caiseof
action for paent infringement. I4. at227n.19.As set forth more fully
below,howe\er, Congres hasprovided for two criminalprovisiors
relatingto patents:forgeryof letters paent and fate markigof patens.

As athresholdmatter, it is wath reviiting the dfferences between
patents and copyrights. Pateghts are avable to anyone whmivents
"anynew andusdul processmachine, manufacture, or composition of
matter, or any newor usetil improvementthereof.” 35U.S.C § D1. A
patentgrarns an inventor the right to exdudeothers from mé&ing, usng,
offeringfor sde, or sdling devicestha embody the paented invention. See
35 U.SC. 8 ZU(@); Eldred v. Ashcroft, 537 US.19Q 216(2003)The federal
governmert's authority to grart paens semsfrom US.Congt. at. |, §8,
known asthe Intelecual Propetty or Copyrightand Ptent Clausewhich
auhorizesCongresso emad statutesthat "promote the Progress of
Sdence andisefd Arts, by secting forlimited Times to Authors and
InventorstheexclusiveRight to thdr respective Writings and Disooveries."
Comgres first execiseal this authority to grarn patents n 1790,when
Comgres empoweed hefedeal goverrmentto issudetters patent Act
of Apr. 10,1790,ch 7,8 1,1 Sat 109 Like her moderncounterparts,
"letters patent" contaim shorttitle ofthe nvention and a "gant" tothe
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patent ower ("patented,'andhis orher heiror assignf the right o

excludeothers from making, usng, offering for sale,or seling the

inventionthroughout the Uniéd States or importg thenventioninto the

United Setes. See Eldred, 537 U.S.a 216;35 USC.§154(af)l). Curertly,

a patent granasts for agrmbeginmg on he dae the US Patent and
Trademark Office issesthe patat andending20 years fronthe date on
whichthe patenke fled hs orherapgicaion for apaentgrant 35 USC.

8§ 151(a)(2.

Althoughpatent and @pyrights firaracommoncongitutionalsaurce
(and theconcomitant requirement that these exasive rights are for
"limited times"), hey dffer in several meaningfurespets. Firstcopyrights
grant an athor the righto exclude certain sesof the athor's expresen
of an dea contained in dloriginal workof authorshp,” whereas patents
grant an ahorthe right toexcluce others frommaking,using, and selling
devicesor processg thatembody the claimedinvention Seond, in
exclangefor graningthe patente his rightto exclide, hepaeniee must
pubicly disclose the invention. E/dred, 537 U.S.a 216."For the author
seekng copyright protection, in contrast, disclosure is the desied
objective, at somethingxacted from the author in exchangefor the
copyright” Id. at 256. Third, aopyright gives the t® nomonopol on
anyknowledge or ideg; areade of an author's writing may meke full use
of any fact or idea aqquired by reading thewriting. Se. 17 U.S.C. § 1xb).
A patnt, on the other hand, gives the paterteea monopdy on his
inventionto prevent the fulluseby others bthe knowledjeenbodiedin
the paent. E/dred, 537 US.a 217.

It isdso worth considering thediffererncebetweenapatent and atrade
secreé. Thefirst differerceis naturaly that trade secré informéion is
protectedonly if it is secret (see ®ction 1V.B3.a.v. othis Manuwal),
wheras a ptent is proteded even after disclosure.During the patent
process,atrade sere contaned h a pagntaplicaion may s tstrade-
secet protection throughdiscbsure only to gain paent protection. (See
Setion IV.B.3a.\. of this Mama). Secad, apaent givesits ownea an
exclusiveright tohisinvention even against another who discoveréhe
patentednvention indepadently, whereastrade secre likea copyright,
gives itsowner no protection against independent discovery. Confoid Pac.,
Ine. v. Polaris Indns., 433 F.3d952 958-59 (7th Cir20@) (Posner].).
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VII.B. Forgery of Letters Patent—
18 U.S.C. 8 497

18 USC. § 497prohibitsforging "letters patent' (descibedabove),as
well asknowingly pasing off cownterfeit letters paent:

Whoeve falsely mads, forges, counterfeibs alers any letters patent
grantedor purporting b hawe been grarted by the President ohe
United States; owhoeve pases, tters, or pblishes, oattenpts ©
pass, uttegr publsh & genune, anysud letters patenknowing the
same @ beforged,counterfeited or falséy adtered—Shdl be ined
under ths tile a imprisored not more than ten years, [woth.

As d this writhg, no publshed opinions reported an appéble
offense undr ths provison.

VII.C. False Marking of Patent—
35U.S.C. § 292

To protect patent holdersard the pulic, Congresseraced hefalse
marking provision 35U.S.C. § 29vhich provides for bbatcriminalkand
civil actons gyang a deéndant for false marking. Sedbn 292 ceatsa
financiapunishmat for three types afmproper meking: (1) represengn
that an article is paterted when the patenis infad held by arother; (2)
marking as patented amticlethatis not patentedand(3) falsely claiming
thatapatert gpplicaion hasbeen made or is pending.

Comgres pohibits fakemarkingin pat beausea popealy marked
patentedartick provideghepublicwith "a reag means of discerning the
status of irgllecta property embodied in an article of manufactureor
desgn. Bonito Boats, Inc. v. Adkins, 489 U.S.141, 162 (1989). This is
consistentwith federapatert policy, which recognize an "important
public interestin pemitting full ard free competition in the useof ideas
which are in redity apat of the public damain" Lear, Inc. v. Adkins, 395
U.S. 68, 6 (19%9). False rarking harms that pullintrest beasseit
"misleadshe public into beleving that a paterteecontrols the atticle n
guestion(as well agKke articlg), externalizes the rsk of errorm the
determination, plachg it on the public ather thantte maufadurer or
seller 6 the article,andincreaes the cost tthe piblic ofascetainng
whethe a paterteein fad controls the inteledud property emtodiedin
anarticle! Clontech Labs., Inc. v. Invitrogen Corp., 406 F.3d 1347, 13H657
(Fed Cir.2005) (footnae omitted).
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Setion 22(a)'s first prohibibn protectgpatent holdes by praibiting
an individal,withouta patentholder'sconsentfrom markngor using in
advertising for a poduct:

the words"patert,” "patertee" or the like, with the inent of
couwnterfeitng or imitatingthe mark of the patenteeor of deceiving
the public ard inducng them tobelieve that the thing wasmade,
offeredfor salesold,orimportedinto the UnitedStates by or witine
consent of the paentee.

35 U.SC. § D2(a).

Setion292(a)'s second artlird paragaphs preect the public fran
false or misleadg patentclaims.The secondparagrph prohibits
individuals from marking or using in advertising the word "pat&” in
connectiorwith any "unpatentedtticle" for he purpose of deiséng the
public. Clontech, 406 F.3dat 1352. For§ 292 to appy, the msmaked article
must"actualy exst' and "be conpleted:' Lang v. Pacific Marine & Supply
Co., 895 F.2& 761, 765 (Fed Cir. 1990). Although not defined in &
statute, caurts have teld thatthe phrag "urpaented aticle" meas that
"the articlen questionisnot coveed by at ¢ast one claim et patent
with which the articles maked. Thus, irorder to deterine f an arttle
is unpatented'for purposes ofsectbn 292 it must be first determined
wheherthe chims d a patentcove the aticle n quesion." Clontech, 406
F.3dat13%2.Furthermae,"theowission of ‘apdicalle patens'from a hbe
listing patents purporting tower the contents @f box of course cannot,
in itse, be aviolaton of the fa/se marking staute.” Arcadia Mach. & Tool
v. Sturm, Ruger & Co., 786 F.2d 1124, 1125 (Fed. Cir198) (enphasisn
origind); ¢ Genlyte Thomas Group 1.L.C v. National Servs. Indus., 262 F. Supp.
2d 753 756 (W.D. Ky. 2@3) (noting that courts consistegtfind no
violaton of 8§ 292"by a patrteewho maks patertedarticleswith more
pakernsthanadudly cover theitem") (internal diatiors and gotations
omitted).

In thesane ven as § 22(a)'s second paragh, the thid paragaph
prohibits individualsfrom maiking or udng in advertising the words
"patentappledfor” or "paent penéhg" for the purpose of deivéng the
public whenapaternt gopplicaion hasneither been made nor is perding. 35
U.S.C. § 2Ha).

Secion 2943 imposesafine d not more than$500 fo everycriminal
offense 35U.S.C. § 2493).Bease itis a cnininalfine far an nfraction,
that fine isincreasedy 18 US.C.§8 351 to a maxmum of $5000for
individuals($10000 fao corporations)or twice he monetarygan or loss.
See 18 US.C8 351(b)(2),(bX7), €)(2), €)(7), d).
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Setion2R(b) alsgrovides fora civilgx: ra» remedywhich endles
any person tguefor the statutory peaty ard retain ore-half ofthe
remvely,leaviigthe aherhaf "to theuse éthe Urited Sta¢s' 35 USC.

8 29(b), Boyd v. Schildkrandt Giftware Corp., 936 F.2d76, 792d Cir. 199);
Filmon Process Corp. v. Spell-Right Corp., 404 F2d 1%1,135(D.C.Cir. 1968)
(holding that "8 28(b), while penal, isnot a criminal statute"). "The
pakente § giventhis remed to protecthis patent postion, ard asa
practical ratter, the patentee the ony likely enforcer oft, as recouy
requresproof tha the satement weemade whout his @nsen." Filnon,
404F.2dat 13%65.

Although crimind prosecuions pursuam to § 292arerare several
reported privatenforcemernt adions provide helpful authority fo
interpreting the faé narking statutén criminal case Congtent withthe
expesslanguagef the tatute, caurts have teld that35U.SC. §292(a)
requiresthe governmert to prove that the deferdant interded to decave
or counterfeit. See Arcadia, 786 F2d at1125 @ffirming holding thatfalkse
marking statute wasot violatedwhere there vganoevidenceof intent to
deceivg. Thus, addental or unitenticnal mismarkng s nota violaion.
London v. Everett H. Dunbar Corp., 1'® F. 506,510 (14 Cir. 1910)(holding
that nterpreting pateraimssnot an exet science, and hengbere one
"has an honesthough nistaken, bedf that upora prope construction
of the paent it covers the article whidte maks," the reqgisite inent to
deceive would not beshownn); Brose v. Sears, Roebuck & Co., 455F.2d 763
763-8 (5th Cir1972) (sam).

By thesametoken, a deferdant's "mere asertion" that he did not
intendto deceivewill not albw him toescae statutory dibilty when he
knew of fdsenood. Clontech, 406 F.3dat 132, 153 n2 (nothg that "the
inferenceof intent to ékcéve cannot balgeatedwith blind assertionsfo
goodfaithwhere the ganteehasknowledjeof mismaking"). 'Intent to
deceiveis a state of mind arising when a party acts with sufficient
knowledye that what it is saying is not so and consegently that he
recipient of its sangwill be misledinto thinking thathe statmentis
true." Id. & 13H2 (citing Seven Cases v. United States, 28 U.S.510,517-18
(19316)). Using "objective stamards," the prosection mayestabBh the
requsite intentto deceve wterethe gaverrmentprovesboth (1) the fact
of misrepresgatian and that (2) the party kiag ithadknowledjeof its
falsity. See zd. (citing Norton v. Curtiss, 48 F.2d 779 7%-96 (C.CP.A.
1970))."Wherethe aticlemarkedisobviouslyery renote from the patent
referredto in judificaton o the marking, this differencealonemay be
sufficient toshow anntention to deceive; but where the differencis
slight,andthe auestionof the bredth of theinventionor of the claims is
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so close as tpermit ofan honest differenceof opinion," then praf of
such intent is more difficult. London, 179 F. at 510. Hence to shaw
knowledye of the misrepresgatian, the govenment must show beyond
a reasonable dbtthat the artiles imquestiorwereinfact msmaked, and
that defendnt did not lave a reasonable belibkt the artiles were
properly marked (i.e, coveredby a patentor paentagplication) Cf.
Clontech, 406 F3d at13H253.

VII.D. No Prosecution for Interstate
Transportation or Receipt of Stolen
Property—18 U.S.C. 8§ 2314, 2315

The ntergate transpataton of stolen property gatute, 18 USC.
§ 234, doesnot allow proseaution of a person fothe nterstate
distribution of patert-infringing goodswhen the onl theory forthe
propety’'s beingstden is thet it infringes apaent. See Dowling v. United
States, 473 U.S.207,227 (1985) (dicta).Thesane dicta wouldikely apply
to the inerstate reziptof stden poperty (18 U5.C§ 235).
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